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DETAILED ACTION 

Response to Amendment 

1 . This action is in response to the amendment mailed October 20, 2006, 
Examiner regrets the untimely reopening of the case and withdraws the previous 

rejections to further prosecute the claimed invention. Claims 1,18, and 25 were 
amended, claims 4 and 28 were cancelled, rendering claims 1-3, 6, 8, 18, 20-27, 29 and 
31-38 pending in this case. The indicated allowability of cancelled claims 4 and 28 are 
withdrawn. 

Claim Rejections - 35 USC § 103(a) 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-3, 6, 8, 20-27, 29 and 31-38 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lawson et al (U.S. 4,161,422). 

Lawson teaches a resin impregnated fibrous web filter medium (paper) 
comprising polymeric thermosetting resin (column 2, lines 5-26 and column 3, lines 11- 
16 and 34-38) having a pattern of impregnated zones in the form of discontinuous areas 
of any desired geometrical shape or configuration, such as circles, stripes, diamonds or 
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regular or irregular polygons or complex designs which convey information such as 
words or pictures (printing) (column 3, lines 39-62 and Figure 1 ). Lawson further 
discloses the paper has a polyester or acrylic composition (column 2, lines 53-57 and 
column 3, lines 1 1-38). Printing paper is not clearly defined over that of filter paper, and 
is therefore given little patentable weight. Regarding claims 37-38. calendering is 
directed to a process, which introduces a process limitation to the product claim. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, process 
limitations are given no patentable weight in product claims. 

Although Lawson does not specifically discloses the polymer material is no more 
than 5% of the basis weight of the paper or board, weight percentage is an optimizable 
feature. Applicant fails to disclose any criticality with respect to the recited "polymer 
material is no more than 5% of the basis weight of the paper or board." Therefore, in the 
absence of any evidence to the contrary, it would have been obvious to one of ordinary 
skill in the art to optimize the polymeric components of the impregnated paper because 
discovering the optimum or workable range involves only routine skill in the art. The 
weight percentage directly affects the flexibility of the paper material. In re Alter ^05 
USPQ 233 and see In re Boesch, 617 USPQ 215. In the absence of evidence of 
criticality for the weight percentage of the polymer material by Applicant, it is obvious to 
optimize the material. Additionally, there is also no clear teaching away from the 
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claimed weight percentage of the polymeric material by Lawson, as the reference does 
not exclude any percentages for the polymeric impregnated material. 

Claim Rejections - 35 USC § 103(a) 

4. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lawson ' 
(U.S. 4,161 ,422) in view of Eber et al (U.S. 4,488,932). 

Lawson is relied upon for claim 1 as above. Lawson does not explicitly disclose 
styrene butadiene in the paper structure. Eber teaches paper made of pulp having a 
geometric component which comprises styrene butadiene (column 15, line 42 through 
column 16, line 10). Lawson and Eber are both directed to paper compositions. It would 
have been obvious to one of ordinary skill in the art to have employed the styrene 
butadiene, as taught in Eber, in the paper of Lawson to improve the tensile strength of 
the paper (column 15, lines 42-68). Since Lawson teaches that resins may be of any 
desirable thermoplastic or thermoset resins capable of acting. as a binder (column 3, 
lines 14-20), and Eber also teaches specific bonding agents or binders including styrene 
butadiene, it would have been obvious to one of ordinary skill in the art to have used 
styrene butadiene as a binder in the filter paper of Lawson. It is also noted that there is 
a commonality with resins such as polyvinyl acetate, and polyvinyl chloride and urea 
formaldehydes, to name a few. Therefore the styrene butadiene disclosed by Eber is 
deemed to be a functional equivalent of the binder's disclosed by Lawson for purposes 
of binding fibers. Although neither reference discloses the polymer material is no more 
than 5% of the basis weight of the paper or board, weight percentage is an optimizable 
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feature. It would have been obvious to one of ordinary skill in the art to optimize the 
polymeric components of the impregnated paper because discovering the optimum or 
workable range involves only routine skill in the art. The weight percentage directly 
affects the flexibility of the paper material. In re Alter ^05 USPQ 233 and see In re 
Boesch, 61 7 USPQ 215. In the absence of evidence of criticality for the weight 
percentage of the polymer material by Applicant, it is obvious to optimize the material. 
Additionally, there is also no clear teaching away from the claimed weight percentage of 
the polymeric material by Lawson in view of Eber, as the reference does not exclude 
any percentages for the polymeric impregnated material. 

The rejection made under 35 U.S.C. 103(a) as being unpatentable over Lawson 
(U.S. 4,161 ,422) in view of Eber et al (U.S. 4,488,932) is maintained. 

Response to Arguments 

5, The rejection made under 35 U.S.C. 102(b) as being anticipated by Lawson (U.S. 
4,161,422) is withdrawn; however, the rejection is maintained under 35 U.S.C. 103(a) 
as being unpatentable over Lawson et al (U.S. 4,161 ,422). Applicant argues Lawson 
does not teach wherein the polymer material is no more than 5% of the basis weight of 
the paper or board. Although Lawson does not specifically discloses the polymer 
material is no more than 5% of the basis weight of the paper or board, weight 
percentage is an optimizable feature. It would have been obvious to one of ordinary skill 
in the art to optimize the polymeric components of the impregnated paper because 
discovering the optimum or workable range involves only routine skill in the art. The 
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weight percentage directly affects the flexibility of the paper material. In re Aller 1 05 
USPQ 233 and see In re Boesch, 617 USPQ 215. In the absence of evidence of 
criticality for the weight percentage of the polymer material by Applicant, it is obvious to 
optimize the material. Additionally, there is also no clear teaching away from the 
claimed weight percentage of the polymeric material by Lawson, as the reference does 
not exclude any percentages for the polymeric impregnated material. 

Applicant's argument to rejection made under 35 U.S.C. 103(a) as being 
unpatentable over Lawson (U.S. 4,161 ,422) in view of Eber et al (U.S. 4,488,932) have 
been considered but are unpersuasive. Applicant argues neither reference teaches 
wherein the polymer material is no more than 5% of the basis weight of the paper or 
board. Although neither reference specifically discloses the polymer material is no more 
than 5% of the basis weight of the paper or board, weight percentage is an optimizable 
feature. It would have been obvious to one of ordinary skill in the art to optimize the 
polymeric components of the impregnated paper because discovering the optimum or 
workable range involves only routine skill in the art. The weight percentage directly 
affects the flexibility of the paper material. In re Aller 105 USPQ 233 and see In re 
Boesch, 61 7 USPQ 215. In the absence of evidence of criticality for the weight 
percentage of the polymer material by Applicant, it is obvious to optimize the material. 
Additionally, there is also no clear teaching away from the claimed weight percentage of 
the polymeric material by Lawson in view of Eber, as the reference does not exclude 
any percentages for the polymeric impregnated material. 
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6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can nomially be reached on Monday through Friday 9:00 AM 
-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/522,359 



Page 8 



Art Unit: 1774 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomriation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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